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REMARKS 



Reconsideration is requested. 

Claims 7, 8, 10, 14, 17 and 18 have been canceled, without prejudice. Claims 
19-38 have been added as dependent claims similar to claims 3-6 and 9 but dependent 
from claims 1 1 , 13, 15 and 16. The details of claim 14, which the Examiner has 
indicated contains allowable subject matter (see, page 8 of the Office Action dated June 
25, 2003), have been included in the above amended claims 1 and 2, to at least place 
claims 1 -6 and 9 in condition for allowance. 

Moreover, claims 11-13 and 15-16 have been amended to be similar to the 
amended claim 1 with the recitation of the additional species indicated by the Examiner 
in the Office Action of September 10, 2002. As the elected species now defines over 
the cited art, the Examiner is requested to consider the additional species which are 
now the subject of separate claims 1 1-13 and 15-16 and allow the same with claims 1-6 
and 9. As noted above, claims 19-38 have been added and are similar to claims 3-6 
and 9 while being dependent on claims to the additional species of claims 1 1 , 13, 15 
and 16. While the above amendments add claims without canceling a corresponding 
number of claims, entry of the additional dependent claims is not believed to be contrary 
to the prohibition against adding claims after final rejection without canceling any final 
rejected claims, as described in MPEP § 714.13 (page 700-205, Rev. 1 , Feb. 2003, 
copy attached) and the cited Ex Parte WirU 17 O.G. 599 (Commissioner of Patents 
1905) (copy attached). Entry of all the above amendments and consideration and 
allowance of all the claims are requested. 
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The Examiner's comments with regard to the inclusion of sequence identifiers in 
Table 1 on pages 12-15 of the specification are noted. See, page 2 of the Office Action 
dated June 25, 2003. The Examiner is requested to see the Amendment of April 25, 
2003, at page 2, wherein insertion of the new pages 12-15 attached to the Amendment 
was requested. A clean and marked-up copies of new Table 1 , including the sequence 
identifiers, were attached to the Amendment of April 25, 2003. Further copies of the 
same along with the undersigned's Post Card of April 25, 2003, acknowledging the 
Patent Office receipt of the pages to be inserted are attached. The Examiner is 
requested to advise the undersigned if anything further is required in this regard and/or 
if the undersigned has misunderstood the Examiner's continued objection. 

The Section 103 rejection of claims 1-9 over Gibson (Genome Research (1996) 
6:995-1001) in view of WalkerPeach (U.S. Patent No. 6,395,470), will be moot upon the 
entry of the above amendments. As noted above, the claims have been amended to 
define the subject matter indicated by the Examiner to be patentable over the art, to 
advance prosecution and without prejudice. Entry of the above amendments and 
withdrawal of the Section 103 rejection are requested. 

The Section 103 rejection claims 1-10 over Gibson in view of WalkerPeach and 
Kennedy (Journal of Pathology (1997) 183:447-453), will be moot upon entry of the 
above amendments. As noted above, the claims have been amended to advance 
prosecution, without prejudice, and define subject matter indicated by the Examiner as 
being patentable over the art. Entry of the above amendments and withdrawal of the 
Section 103 rejection of claims 1-10 are requested. 
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The 



claims are submitted to be in condition for allowance and a Notice to that 



effect is requested. 

The Examiner is requested to contact the undersigned if anything further is 

required in this regard. 

The Examiner is requested to notify the undersigned of any drawing objections 
and allow time to file any required corrections as the undersigned's file does not indicate 
either an acceptance of the drawings or any rejection thereof. Completion of the record 
in this regard is requested. 

Respectfully submitted, 
NIXON & VANDERHYE P.C. 



By: 




B. JiJIadoff 
Reg. No. 36,663 



BJS:plb 

1 100 North Glebe Road, 8th Floor 
Arlington, VA 22201-4714 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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IN THE CLAIMS 

Amend the claims as follows. 

1 . (Currently Amended) A method for the quantitative detection of a target 
nurtflic acid sequence of a HHV-8. nuoloio ac i d (targot) from a sample, which comprises 

the following steps: 

a) extraction of the nucleic acid from the sample with another nucleic acid 
(calibrator) previously added to the sample ttseW, said calibrator hav i ng tho oamo 
sequence of the targot nuclo i c acid, sa i d calibrator having i) the same sequence of the 
target nucleic acid, apart from the region hybridizing to a target the probe, which is 
randomized with respect to the corresponding region of the target nucleic acid, 
maintaining the same nucleotide composition, and ii) a Tm equal to the target nucleic 
acid Tm +/-4°C with respect to the corresponding region of the target nucleic acid, 
having the same nucleotide composition, but with a random sequence, and a similar 
Tm, 

b) mixing the extracted target nucleic acid and calibrator with a forward primer 
which has the sequence of SEP ID NO:5, with a reverse nrimer which has the 
sequence of SEQ ID NO:6. pr i moro (forward and rovcrco) annealing to the 
oorroGponding regions on tho ca li brator and on tho targot nucloic ac i d, with said tarqet 
probe probos bearing a reporter and a quencher , said tarqet probe having the 
sequence of SEQ ID NO:7. and a calibrator probe bearing a reporter and a quencher 4 
said calibrator probe having a g pg nenne of SEQ ID NO:8. and annealing said forward 
primer, said reverse primer, and said probe s bearing a reporter and a quencher to the 
target nucleic acid and to the corresponding randomized region on the calibrator, and 



-2- 



786783 



LOCATELLI et al. 
Serial No. 09/831,820 
October 27, 2003 

with a in the presence of nucleic acid polymerase with 5' -3' nuclease activity, under m 
ouitable conditions to carry out a polymerization reaction, and 

c) determination of the signal associated with the reporters released due to the 
5' polymerase nuclease activity. 

2. (Currently Amended) A method for the quantitative detection of a target 
nucleic acid sequence of a HHV-8. nuoloic ac i d (target) from a sample, which comprises 

the following steps: 

a) extraction of the nucleic acid from the sample with another nucleic acid 
(calibrator) previously added to the sample-itsetf, said calibrator having tho Game 
sequence of the target nuclo i c acid, sa i d ca l ibrator having i) the same sequence as the 
target nucleic acid, apart from the regions hybridizing to a the probe or to the primers, 
which are randomized with respect to the corresponding regions of the target nucleic 
acid, maintaining the same nucleotide composition, and ii) a Tm equal to the target 

nucleic acid Tm +/- 4°C 

b) mixing the extracted target nucleic acid and calibrator a forward primer which 
has the sequence of SEQ ID NQ:5. with a reverse primer which has the sequence of 
SEQ ID NO:6, with primoro (forward and rovorso) annea l ing to the target nuc l oic acid 
and to tho oorrooponding randomized rogiono on tho calibrator, with a probe probes 
bearing a reporter and a g-^nrhp r said target probe having the sequence of SEQ ID 
NQ:7. and a calibrator probe bearing a r e porter and a quencher, said calibrator probe 
having a sequence of SEQ ID NO:8. and annealing said forward primer, said reverse 
primer, and said probes bearing a reporter a nd a quencher to the target nucleic acid 
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and to the corresponding randomized region on the calibrator, and w i th a injhe 
presence of nucleic acid polymerase with 5' -3' nuclease activity, under i n ouitablo 
conditions to carry out a polymerization reaction, and 

c) determination of the signal associated with the reporters released due to the 
5' polymerase nuclease activity. 

3. (Previously Amended) Method according to the claim 1 , wherein the calibrator 
Tm is comprised in the ±4°C range of the target nucleic acid Tm. 

4. (Previously Amended) Method according to claim 1 wherein the 5' end of the 
probes is 1 to 30 nucleotides from the 3" end of the forward primer. 

5. (Currently Amended) Method according to claim 1 , wherein the probe is 
probos havo tho 3' end blocked in order to prevent the extension by the polymerase. 

6. (Currently Amended) Method according to claim 1 , wherein said nucloic acids, 
paid proboo and oa i d primoro aro DMA ooquoncos, and tho nucleic acid polymerase is 
thermostable DNA polymerase with 5' -3' nuclease activity. 

Claims 7 and 8 (Canceled). 
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9. (Currently Amended) Method according to claim 1 , wherein said probe ©fetees 
include includes a quencher label able to reduce or to avoid the reporter label 
fluorescence when the probos aro probe is free in solution. 



Claim 10 (Canceled). 



1 1 . (Currently Amended) A method for the quantitat ive detection of a target 
nucleic acid sequence of a HHV-fi- from a sam p l e , which comp rises the following steps: 

a ) extraction of the nucleic acid fr o m the sample with another nucleic acid 
fcalihratori previously added to the sample, said ca librato r havin g i) the same sequence 
of the target nucleic acid, apart from the regio n hybridizing to a target probe, which is 
randomized with respect to the correspon ding region of the target nucleic acid, 
maintaining the same nucleoti d e composition, and ii) a Tm egual to the target nucleic 
acid Tm +/-4°C with respect to the corre s ponding re g ion of the t arget nucleic acid, 
having the same nucleotide composition, b u t with a random seguence, and a similar 
Tm. 

h ) mixing the extracted target nucle i c acid and calibrator with a forward primer 
which has the seouence of SEP ID NO:25. w ith a reverse primer which has the 
seouence of SEQ ID NO:26- with said tar g et probe bearing a reporter and a quencher , 
said target probe having the seo u ence of SEQ ID NO:27. and a calibrator probe bearing 
a reporter and a quencher, said calibrato r probe having a seguence of SEQ ID NO:28, 
and annealing said forward primer, said rev erse primer, and said probes bearing a 
re porter and a ouencher to the target nuclei c acid and to the corresponding randomized 
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re gion on the calibrator, in the presence of n u cleic acid polymerase with 5' -3' nuclease 
activity, under conditions to carry out a p olymerization reaction, and 

r ) determination of the sinnal associa ted with the reporters released due to the 
fi' polymerase nuclease activity. Method according to cla i m 10, whoroin tho v i m? ft 
I I I IV 6, the forward prim™ ^ thn rngnnnoo 5' CAAAGCCAAATTATCCAGAGCG 3' 
(SEQ ID MQ:25), tho rovoroo primor has tho coquonco 5' 

CCCTA G GTTGAC . nATr.ATrr n r (<?FO i n NO:26). tho target nuc l e i c acid prob o hR s 
the coquonco 5' CACCAGACGT C ACACCCGAAGGAAT 3 ' (G C Q ID M OT 7) , n n d th o 
ca li brator probo hao tho ooquon co G' TACGCAACGCCAACAGACCTAGCGA 3' (SE Q 
ID MO:28). 

12. (Previously Amended) Method according to claim 1 1 , wherein the calibrator 
is additionally randomised in the regions annealing to primers having the sequences 5' 
CCGGAAACCGAACATTACTGAA 3' (forward) (SEQ ID NO:29) and 5' 
TTACGTGAGGATGATCGAGGC 3' (reverse) (SEQ ID NO:30). 

13. (Currently Amended) A method for t he quantitative detection of a target 
nucleic acid sequence of a H H V-7 from a samnle. which comprises the following steps: 

« ) eviction of the nucleic acid from the sample with another nucleic acid 
(calibrator! previously added to the sample, sa id calibrator having i) the same sequence 
of the target nucleic acid, apart from the regi on hybridizing to a target probe, which is 
randomized with respect to the corres p onding region of the target nucleic acid, 
maintaining the same nucleot ide composition, and ii) a Tm equal to the target nucleic 
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acid Tm +/-4°C with respect to the correspondin g region of the target nucleic acid, 
having the same nucleotide composition, but with a random sequence, and a similar 
Tm. 

h ) mixing the extracted target nucleic acid and calibrator with a forward primer 
which has the seouence of SEQ ID NO:1 . w ith a reverse primer which has the 
sequence of SEQ ID NO:2. with said target probe bearing a reporter an d a guencher , 
said target prohe having the sequence of SEP ID NQ:3. and a calibrator probe bearing 
a reporter and a quencher, said calibrator probe having a sequence of SEQ ID NO:4, 
and annealing said forward primer, said r everse primer, and said probes bearing a 
re porter and a quencher to the target nuclei c acid and to the corresponding randomized 
region on the calibrator, in the presence of nucleic acid polymerase with 5' -3' nuclease 
activity, under conditions to carry out a polymeriz ation reaction, and 

n\ determination of the signal associated with th e reporters released due to the 
5' polymerase nuclease activity. Mothod accord i ng to claim 10, whoro i n tho v i rus is 
HHV 7, tho forward pr i mor hao tho ooguonco 5' AGCGGTACCTGTAAAATCATCCA 3' 
(SEQ ID NO:1), tho rovorc" p"™™ hnn thn nnguonco 5' AACAGAAAC G CCACCTCGAT 
3' (SEQ ID NO:2), tho target nucleic acid probo hao tho ooguonco 5' 
ACCAGTGAGAA C ATC r nC" rrTA *rT(ifi ATHA rv (SEQ ID NO:3l and tho cal i brat o r 
probo hao tho ooguonco 5' TAAGCCCTGACCGCACGGGTATAATACTAA 3 1 (SEQ I D 

Claim 14 (Canceled). 
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15. (Currently Amended) A method for the quantita tive detection of a target 
nucleic acid sequence of a HIV-1 . from a sample, wh ich comprises the following steps: 

a ) extraction of the nucleic acid from the sample with a nother nucleic acid 
(calibrator) previously added to the sample, said calibrator having i) the same se guence 
of the target nucleic acid, apart from the region hyb ridizing to a target probe, which is 
randomized with respect to the corresponding re gion of the target nucleic acid. 
maintaining the same nucleotide composition, and in a Tm equal to the target nucleic 
acid Tm +/-4°C with respect to the corresponding region of th e target nucleic acid, 
having the same nucleotide composition, but with a random seguence, and a similar 
Tm. 

h) mixing the extracted target nucleic acid and calibrato r with a forward primer 
which has the seouence of SEQ ID NQ.9. with a re verse primer which has the 
seguence of SEQ ID NO: 10. with said target probe be aring a reporter and a guencher , 
said target probe having the seguence of SEQ ID NO:1 1 . and a calibrator probe bearing 
a reporter and a Quencher, said calibrator probe having a seguence of SEQ ID NO: 12, 
and annealing said forward primer, said reverse pr imer, and said probes bearing a 
reporter and a quencher to the target nucleic acid an d to the corresponding randomized 
region on the calibrator, in the presence of nuclei c acid polymerase with 5' -3' nuclease 
activity, under conditions to carry out a polymer ization reaction, and 

c) determination of the signal associated with the report ers released due to the 
5' polymerase nuclease activity. Method according to c l a i m 10, whoroin tho viruo is H I V - 
1, tho forward primor has the soquonco 5' TACTGACGCTCTCGCACC 3' (SEQ ID 
NO:0), tho rovorso primer has tho soquonco 5' TCTCGACGCAGGACTCG 3' (SEQ I D 
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NO:10), th e targrt nirl" i f - p rnhn hnG tho soQuonco 5' 

ATCTCTCTC C TT ^ TAn^Trrr?rTftrTrft A 9' rcCQ I D MO:1 D. and tho ca li brator 
pr obo hac tho sequence 5' ACTCTCAGCGGCATTCTCCTCACTTCTACT T ( SFO IP 
NO: 12). 

16. (Currently Amended) A method for the quantitative detection of a target 
nucleic acid sequence of a CA M V , from a sample, which comprises the following steps: 

a ) extraction of the nucleic acid from the sample with another nucleic acid 
(nalihratort previously added to t he Minnie, said calibrator having i) the same seguence 
of the taroet nucleic acid, apart from the reoion hybridizing to a t ar get probe, which is 
randomized with respect to the correspondin g re g ion of th e target nucleic acid, 
maintaining the same nucleotid e imposition, and in a Tm egual to the target nucleic 
acid Tm +/-4°C with resoert to the corresponding region of t he ta r g et nucleic acid, 
havin g the same nucleotide co m position, but with a random se q uence, and a similar 
Tm, 

h ) mixing the extracted target nuclei c acid and calibrator with a forward primer 
which has the sequence of SFO ID NO:13. w ith a reverse primer which has the 
sequence of SEP ID NQ.14. with said targ e t probe bearing a reporter and a quencher , 
said target probe having the seou e nce of SEQ ID NQ-1S. and a calibrator probe bearing 
a reporter and a nuencher. said calibrator p rone having a seguence of SEQ ID NO: 16, 
and annealing said forward primer, said rev erse primer, and said probes bearing a 
re porter and a q uencher to the tar get nucleic a r.iri and to the corresponding randomized 
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re gion on the calihrator. in the presence of n u cleic acid polymerase with 5' -3' nuclease 
activity, under conditions to carry out a p olymerization reaction, and 

r ) determination of the signal associ a ted with the reporters released due to the 
fi' polymerase nuclease activity. Mothod according to claim 10, whcroin tho v i mi i s 
CAMV, tho forward primor has the ooquonco D ' GTCTTGCGAAGGATAGTGGGA 3' 
(SEQ ID NO:13), tho rovoroo primor hao tho ooquonoo 5' 

CACGTCTTCAMnCAA^Trar a -r (^fo i n MQ:1 <U. tho target nuo l oio acid probe h n r 
tho ooquonco 5' TGCGTCATCCCTTACGTCAGTGGAGAT 3' (SEQ I P NO:15), and tho 
cal i brator probo hao tho sequence 0 ' ATCGCTACATGCTAGGCATCTGTGTGC 3 1 (SE Q 
I D NO: 16). 



Claims 17 and 18 (Canceled). 



19. (new) Method according to the claim 1 1 , wherein the calibrator Tm is 
comprised in the ±4°C range of the target nucleic acid Tm. 

20. (new) Method according to the claim 13, wherein the calibrator Tm i; 
comprised in the ±4°C range of the target nucleic acid Tm. 

21 . (new) Method according to the claim 15, wherein the calibrator Tm i 
comprised in the ±4°C range of the target nucleic acid Tm. 
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22. (new) Method according to the claim 16, wherein the calibrator Tm is 
comprised in the ±4°C range of the target nucleic acid Tm. 

23. (new) Method according to claim 1 1 , wherein the 5' end of the probes is 1 to 
30 nucleotides from the 3' end of the forward primer. 

24. (new) Method according to claim 13, wherein the 5' end of the probes is 1 to 
30 nucleotides from the 3' end of the forward primer. 

25. (new) Method according to claim 15, wherein the 5' end of the probes is 1 to 
30 nucleotides from the 3' end of the forward primer. 

26. (new) Method according to claim 16, wherein the 5' end of the probes is 1 to 
30 nucleotides from the 3' end of the forward primer. 

27. (new) Method according to claim 1 1 , wherein the probe is 3' end blocked in 
order to prevent the extension by the polymerase. 

28. (new) Method according to claim 13, wherein the probe is 3' end blocked in 
order to prevent the extension by the polymerase. 

29. (new) Method according to claim 15, wherein the probe is 3' end blocked in 
order to prevent the extension by the polymerase. 
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30. (new) Method according to claim 16, wherein the probe is 3' end blocked in 
order to prevent the extension by the polymerase. 

31 . (new) Method according to claim 1 1 , wherein said nucleic acids, nucleic 
acid polymerase is thermostable DNA polymerase with 5' -3' nuclease activity. 

32. (new) Method according to claim 13, wherein said nucleic acids, nucleic 
acid polymerase is thermostable DNA polymerase with 5' -3' nuclease activity. 

33. (new) Method according to claim 15 wherein said nucleic acids, nucleic acid 
polymerase is thermostable DNA polymerase with 5' -3' nuclease activity. 

34. (new) Method according to claim 16, wherein said nucleic acids, nucleic 
acid polymerase is thermostable DNA polymerase with 5' -3' nuclease activity. 

35. (new) Method according to claim 1 1 , wherein said probe includes a 
quencher label able to reduce or to avoid the reporter label fluorescence when the 
probe is free in solution. 

36. (new) Method according to claim 13, wherein said probe includes a 
quencher label able to reduce or to avoid the reporter label fluorescence when the 
probe is free in solution. 
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37. (new) Method according to claim 15, wherein said probe includes a 
quencher label able to reduce or to avoid the reporter label fluorescence when the 
probe is free in solution. 

38. (new) Method according to claim 16, wherein said probe includes a 
quencher label able to reduce or to avoid the reporter label fluorescence when the 
probe is free in solution. 
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a series of separate amendment papers into a single 
clean version in a single amendment paper. Providing 
this consolidation of claims in the file will be benefi- 
cial to both the Office and the applicant. When rewrit- 
ing a claim in the clean set, the parenthetical 
expression, if any, identifying the version of the previ- 
ous amendment of the claim to be rewritten, should 
not be repeated in the clean set. If no changes are 
being made in the amendment presenting the clean 
set, the paper should be entered. If,. however, the 
amendment includes claims being amended (and is 
accompanied by a marked-up version showing the 
changes), the examiner may choose not to enter the 
amendment in view of matters relating to the provi- 
sions of 37 CFR 1.116. 

ACTION BY EXAMINER 

See also MPEP § 706.07(f). 

In the event that the proposed amendment does not 
place the case in better form for appeal, nor in condi- 
tion for allowance, applicant should be promptly 
informed of this fact, whenever possible, within the 
statutory period. The refusal to enter the proposed 
amendment should not be arbitrary. The proposed 
amendment should be given sufficient consideration 
to determine whether the claims are in condition for 
allowance and/or whether the issues on appeal are 
simplified. Ordinarily, the specific deficiencies of the 
amendment need not be discussed. The reasons for 
nonentry should be concisely expressed. For example: 

(A) The claims, if amended as proposed, would 
not avoid any of the rejections set forth in the last 
Office action, and thus the amendment would not 
place the case in condition for allowance or in better 
condition for appeal. 

(B) The claims, if amended as proposed, would 
raise the issue of new matter. 

(C) The claims as amended present new issues 
requiring further consideration or search. 

(D) Since the amendment presents additional 
claims without canceling any finally rejected claims it 
is not considered as placing the application in better 
condition for appeal. Ex parte Wirt, 1905 CD. 247, 
117 O.G 599 (Comm'r Pat. 1905). 

Examiners should indicate the status of each claim 
of record or proposed in the amendment, and which 
proposed claims would be entered on the filing of an 



appeal if filed in a separate paper. Whenever such an 
amendment is entered for appeal purposes, the exam- 
iner must indicate on the advisory action which indi- 
vidual rejection(s) set forth in the action from which 
the appeal was taken (e.g., the final rejection) would 
be used to reject the new or amended claim(s). 

Applicant should be notified, if certain portions of 
the amendment would be acceptable as placing some 
of the claims in better form for appeal or complying 
with objections or requirements as to form, if a sepa- 
rate paper were filed containing only such amend- 
ments. Similarly, if the proposed amendment to some 
of the claims would render them allowable, applicant 
should be so informed. This is helpful in assuring the 
filing of a brief consistent with the claims as 
amended. A statement that the final rejection stands 
and that the statutory period runs from the date of the 
final rejection is also in order. 

Advisory Action form PTOL-303 should be used to 
acknowledge receipt of a reply from applicant after 
final rejection where such reply is prior to filing of an 
appeal brief and does not place the application in con- 
dition for allowance. This form has been devised to 
advise applicant of the disposition of the proposed 
amendments to the claims and of the effect of any 
argument or affidavit not placing the application in 
condition for allowance or which could not be made 
allowable by a telephone call to clear up minor mat- 
ters. 

Any amendment timely filed after a final rejection 
should be immediately considered to determine 
whether it places the application in condition for 
allowance or in better form for appeal. An examiner is 
expected to turn in a response to an amendment after 
final rejection within 10 calendar days from the time 
the amendment is received by the examiner. A reply 
to an amendment after final rejection should be 
mailed within 30 days of the date the amendment is 
received by the Office. In all instances, both before 
and after final rejection, in which an application is 
placed in condition for allowance, applicant should be 
notified promptly of the allowability of the claims by 
a Notice of Allowability form PTOL-37. If delays in 
processing the Notice of Allowability are expected, 
e.g., because an extensive examiner's amendment 
must be entered, and the end of a statutory period for 
reply is near, the examiner should notify applicant by 
way of an interview that the application has been 
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The Examiner should forward that appeal with his answer as to the 
rejected claims and should call attention to the fact that the additional 
claim has not been entered or acted upon and is not appealable 
1 he petition is denied. 
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Ok Petition. 

oas-oenerating apparatus. 
Messrs. Dyrenforth, Dyrenforth & Lee for the applicant. 
Ai.i.e x, Commissioner: 

tJ^J* 1 ; petkion hom the action of the Primary Examiner holding 
that the above-entitled application is abandoned." 

It appears from the record that this case originally included twentv- 
two claims and on December 27, 1901, the Examiner made his first 
action m the case. On December 19, 1902, an amendment was pre- 
sented canceling two claims and asking reconsideration of the others 
on the ground that " they are specific enough to avoid the references " 
.No explanation whatever was made as to how thev were supposed to 
avoid the references, except as to two claims. On Januarv 6, 1903 
the Examiner objected to the title of the invention, criticised the form" 
ofnve claims which were otherwise pronounced allowable, and rejected 
fifteen claims upon the prior art. A reply to this action was filed 
December 28, 1903, in which two claims were canceled, an argument 
was made as to the title of the invention, and it was said that the criti- 
cism of the form of the five claims was not understood. As to the 
remaining thirteen rejected claims it was said: 

The remaining claims do not appear to be met by the references. 

The Examiner did not regard this as such proper action as the con- 
dition of the case required and in a letter of Janueiv 12, 1904, held it to 
be abandoned. On January 9, 1905, the applicant asked reconsider- 
a ion of that ruling. The ruling was repeated, and this petition was 
nled June 8, 1905. 

It is to be noted that the applicant waited almost the full statutory 
period before responding to any action by this Office. It is to be 
noted, further, that more than four years after this case was filed it 



EXAMINATION OF APPLICATIONS 



714.13 



arbitrary. The proposed amendment should be given suffi- 
cient consideration to determine whether the claims are in 
condition for allowance and/or whether the issues on 
appeal are simplified. Ordinarily, the specific deficiencies 
of the amendment need not be discussed. The reasons for 
nonentry should be concisely expressed. For example: 

(A) The claims, if amended as proposed, would not 
avoid any of the rejections set forth in the last Office action, 
and thus the amendment would not place the case in condi- 
tion for allowance or in better condition for appeal. 

(B) The claims, if amended as proposed, would raise 
the issue of new matter. 

(C) The claims as amended present new issues requir- 
ing further consideration or search. 

(D) Since the amendment presents additional claims 
without canceling any finally rejected claims it is not con- 
sidered as placing the application in better condition for 
appeal. Ex parte Wirt y 1905 CD. 247, 117 O.G 599 
(CommV Pat. 1905). 

Examiners should indicate the status of each claim of 
record or proposed in the amendment, and which proposed 
claims would be entered on the filing of an appeal if filed in 
a separate paper. 

Applicant should be notified, if certain portions of the 
amendment would be acceptable as placing some of the 
claims in better form for appeal or complying with objec- 
tions or requirements as to form, if a separate paper were 
filed containing only such amendments. Similarly, if the 
proposed amendment to some of the claims would render 
them allowable, applicant should be so informed. This is 
helpful in assuring the filing of a brief consistent with the 
claims as amended. A statement that the final rejection 
stands and that the statutory period runs from the date of 
the final rejection is also in order. 

Advisory Action form FTOL-303 should be used to 
acknowledge receipt of a reply from applicant after final 
rejection where such reply is prior to filing of an appeal 
brief and does not place the application in condition for 
allowance. This form has been devised to advise applicant 
of the disposition of the proposed amendments to the 
claims and of the effect of any argument or affidavit not 
placing the application in condition for allowance or which 
could not be made allowable by a telephone call to clear up 
minor matters. 

Any amendment timely filed after a final rejection 
should be immediately considered to determine whether it 
places the application in condition for allowance or in bet- 
ter form for appeal. An examiner is expected to turn in a 
response to an amendment after final rejection within 10 
calendar days from the time the amendment is received by 
the examiner. A reply to an amendment after final rejection 



should be mailed within 30 days of the date the amendment 
is received by the Office. In all instances, both before and 
after final rejection, in which an application is placed in 
condition for allowance, applicant should be notified 
promptly of the allowability of the claims by a Notice of 
Allowability form PTOL-37. If delays in processing the 
Notice of Allowability are expected, e.g., because an exten- 
sive examiner's amendment must be entered, and the end ot 
a statutory period for reply is near, the examiner should 
notify applicant by way of an interview that the application 
has been placed in condition for allowance, and an Inter- 
view Summary PTOL-413 should be mailed. Prompt notice 
to applicant is important because it may avoid an unneces- 
sary appeal and act as a safeguard against a holding of 
abandonment. Every effort should be made to mail the let- 
ter before the period for reply expires. 

If no appeal has been filed within the period for reply 
and no amendment has been submitted to make the applica- 
tion allowable or which can be entered in part (see MPEP 
§ 714.20), the application stands abandoned. 

It should be noted that under 37 CFR 1.181(f), the filing 
of a 37 CFR 1.181 petition will not stay the period for 
reply to an examiner's action which may be running against 
an application. See MPEP § 1207 for appeal and post- 
appeal procedure. For after final rejection practice relative 
to affidavits or declarations filed under 37 CFR 1.131 and 
1.132, see MPEP § 715.09 and § 716. 

Form paragraphs 7.67-7.80 are to be used when issuing 
advisory actions after a final rejection. 

J 7.67 Advisory After FinaL Heading, Before Appeal 

The period for reply [ U to run [2] MONTHS from the mailing date of 
the final rejection. Any extension of time must be obtained by filing a 
petition under 37 CFR 1. 136(a) accompanied by the appropriate fee. The 
date on which the petition under 37 CFR 1.136(a) and the appropriate 
extension fee have been filed is the date for purposes of determining the 
period of extension and the corresponding amount of the fee. A reply 
within the meaning of 37 CFR 1.113 must be timely filed to avoid aban- 
donment of this application. 

Examiner Note: 

1. This paragraph should appear as a heading in all advisory actions 
prior to appeal After appeal, use paragraph 7.68. 

2. In bracket 1, insert -continues-- if applicant has not submitted a 
petition for an extension of time along with the appropriate fee under 
37 CFR 1.136. If a proper extension has been requested under 37 CFR 
1.136, insert -is extended-- in bracket 1. 

3. In bracket 2, insert the full statutory period resulting from any exten- 
sions of time which have been granted, e.g.. --FOUR- months. 

4. DO NOT USE THIS FORM PARAGRAPH FOR REEXAMINA- 
TION PROCEEDINGS. 

5. Follow with form paragraph 7.41,01 jf transitional provisions of 
37 CFR 1. 129(a) are applicable. 

f 7.67.01 Advisory After FinaL Heading, 1st Reply Filed Within 
2 Months 

The shortened statutory period for reply expires THREE MONTHS 
from the mailing date of the final rejection or as of the mailing date of this 
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(C) a request for continued examination (RCE) 
filed under 37 CFR 1.114 with a submission (i.e., an 
amendment that meets the reply requirement of 
37 CFR 1 . i 1 1 ) and the fee set forth in 37 CFR 1 . 1 7(e). 
RCE practice under 37 CFR 1.114 does not apply to 
utility or plant patent applications filed before June 8, 
1995 and design applications. 

Further examination of the application may be 
obtained by filing a continued prosecution application 
(CPA) under 37 CFR 1.53(d), if appropriate. See 
MPEP § 201.06(d). CPA practice does not apply to 
utility or plant applications if the prior application has 
a filing date on or after May 29, 2000. See MPEP 
§ 706.07(h), paragraphs I and IV. 

An amendment filed at any time after final rejec- 
tion, but before an appeal brief is filed, may be 
entered upon or after filing of an appeal brief pro- 
vided the total effect of the amendment is to (A) 
remove issues for appeal, and/or (B) adopt examiner 
suggestions. 

See also MPEP§ 1207 and § 1211. 

The U.S. Patent and Trademark Office does not rec- 
ognize "conditional" authorizations to charge an 
appeal fee if an amendment submitted after a final 
Office action is not entered. Any "conditional" autho- 
rization to charge an appeal fee set forth in 37 CFR 
1.17(b) will be treated as an unconditional payment of 
the fee set forth in 37 CFR 1.17(b). 

Applicant may submit an amendment under 37 
CFR 1.116 by presenting a clean set of all pending 
claims in one paper. 37 CFR 1.121(c)(3) provides for 
the optional submission by applicant of a clean ver- 
sion (with no markings) of all of the pending claims in 
one amendment paper. Applicants may wish to con- 
solidate all previous versions of pending claims from 
a series of separate amendment papers into a single 
clean version in a single amendment paper. Providing 
this consolidation of claims in the file will be benefi- 
cial to both the Office and the applicant. When rewrit- 
ing a claim in the clean set, the parenthetical 
expression, if any, identifying the version of the previ- 
ous amendment of the claim to be rewritten, should 
not be repeated in the clean set. If no changes are 
being made in the amendment presenting the clean 
set, the paper should be entered. If, however, the 
amendment includes claims being amended (and is 
accompanied by a marked-up version showing the 
changes), the examiner may choose not to enter the 



amendment in view of matters relating to the provi- 
sions of 37 CFR 1.116. 

ACTION BY EXAMINER 

See also MPEP § 706.07(0- 

In the event that the proposed amendment does not 
place the case in better form for appeal, nor in condi- 
tion for allowance, applicant should be promptly 
informed of this fact, whenever possible, within the 
statutory period. The refusal to enter the proposed 
amendment should not be arbitrary. The proposed 
amendment should be given sufficient consideration 
to determine whether the claims are in condition for 
allowance and/or whether the issues on appeal are 
simplified. Ordinarily, the specific deficiencies of the 
amendment need not be discussed. The reasons for 
nonentry should be concisely expressed. For example: 

(A) The claims, if amended as proposed, would 
not avoid any of the rejections set forth in the last 
Office action, and thus the amendment would not 
place the case in condition for allowance or in better 
condition for appeal. 

(B) The claims, if amended as proposed, would 
raise the issue of new matter. 

(C) The claims as amended present new issues 
requiring further consideration or search. 

(D) Since the amendment presents additional 
claims without canceling any finally rejected claims it 
is not considered as placing the application in better 
condition for appeal. Ex parte Wirt, 1905 CD. 247, 
117 O.G 599 (Comm'r Pat. 1905). 

Examiners should indicate the status of each claim 
of record or proposed in the amendment, and which 
proposed claims would be entered on the filing of an 
appeal if filed in a separate paper. Whenever such an 
amendment is entered for appeal purposes, the exam- 
iner must indicate on the advisory action which indi- 
vidual rejection(s) set forth in the action from which 
the appeal was taken (e.g., the final rejection) would 
be used to reject the new or amended claim(s). 

Applicant should be notified, if certain portions of 
the amendment would be acceptable as placing some 
of the claims in better form for appeal or complying 
with objections or requirements as to form, if a sepa- 
rate paper were filed containing only such amend- 
ments. Similarly, if the proposed amendment to some 
of the claims would render them allowable, applicant 
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